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DETAILED ACTION 

Revival of Application 

1 . The petition under 37 CFR 1 .137(b), filed August 3, 2007, to revive the 
application was granted on November 7, 2008. The application had become 
abandoned on June 6, 2006. 

Election/Restrictions 

2. Applicant's election of the two primer pairs of sequences of SEQ ID NOs: 1 and 2 
and SEQ ID NOs: 3 and 4 in the reply filed on 08/03/2007 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

Applicant's amendment of claims 1-3 filed on 08/03/2007 is acknowledged. 
Claims 1-3 consonant with the election of the two primer pairs of sequences of 
SEQ ID NOs: 1 and 2 and SEQ ID NOs: 3 and 4 will be examined for patentability. 

Drawings 

3. A new corrected drawing in compliance with 37 CFR 1 .121(d) is required in this 
application because the amplification products of the Figure 1 are not properly identified 
in either the drawings or the specification. Applicant is advised to employ the services of 
a competent patent draftsperson outside the Office, as the U.S. Patent and Trademark 
Office no longer prepares new drawings. The corrected drawings are required in reply to 
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the Office action to avoid abandonment of the application. The requirement for 
corrected drawings will not be held in abeyance. 



Sequence Rules Compliance 

4. This application contains sequence disclosures that are encompassed by the 
definitions for nucleotide and/or amino acid sequences set forth in 37 C.F.R. § 
1 .821 (a)(1 ) and (a)(2). However, this application fails to comply with the requirements 
of 37 C.F.R. §§ 1 .821-1 .825 for the reason(s) set forth on the attached Notice To 
Comply With Requirements For Patent Applications Containing Nucleotide Sequence 
And/Or Amino Acid Sequence Disclosures. Applicant must comply with the 
requirements of the sequence rules (37 CFR 1.821 - 1 .825) before the application can 
be examined under 35 U.S.C. §§ 131 and 132. 

Applicant is given time of reply to this office action within which to comply with 
the sequence rules, 37 C.F.R. §§ 1 .821-1 .825. Failure to comply with these 
requirements will result in abandonment of the application under 37 C.F.R. § 1 .821 (g). 
Extensions of time may be obtained by filing a petition accompanied by the extension 
fee under the provisions of 37 C.F.R. § 1 .136. In no case may an applicant extend the 
period for response beyond the six month statutory period. Direct the response to the 
undersigned. Applicant is requested to return a copy of the attached Notice to Comply 
with the response. 

Table 1 respectively contains sequences without SEQ ID NOs. If these 
sequences are included in the sequence listing provide by Applicant, the specification 
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should be amended to include the SEQ ID NOs. If these sequences were not included 
in the sequence listing filed 04/22/2005, Applicant should provide a substitute sequence 
listing and a CRF that include those sequences. 



The Table below is provided for discussion which follows. 



Table 1 

100% Sequence Matches for SEQ ID NOs: 3 and 4 

SEQ ID NO: 3 

Search Result 20081110_111426_us-10-502-317-3.oligol5.rge. 

Title: US-10-502-317-3 
Perfect score: 21 

Sequence: 1 gtaaaaccaaagcttatcgtg 21 

RESULT 2 
AF136494 

LOCUS AF136494 639 bp DNA li 



BCT ll-APR-2000 



DEFINITION Campylobacter coli GlyA (glyA) gene, partial cds . 



ACCESSION 
VERSION 
KEYWORDS 
SOURCE 



AF136494 
AF136494.1 GI:4928758 



Campylobacter coli 
ORGANISM Campylobacter coli 

Bacteria; Proteobacteria; Epsilonproteobacteria; 
Campylobacterales; 

Campylobacteraceae; Campylobacter . 
1 (bases 1 to 639) 

Al Rashid,S.T., Dakuna,!., Louie, H., Ng, D . , Vandamme,P., 



REFERENCE 
AUTHORS 
Johnson, W . 



and Chan,V.L. 

TITLE Identification of Campylobacter jejuni, C. coli, C. lari, C. 

upsaliensis, arcobacter butzleri, and A. butzleri-like species 
based on the glyA gene 
JOURNAL J. Clin. Microbiol. 38 (4), 1488-1494 (2000) 
PUBMED 10747131 
REFERENCE 2 (bases 1 to 639) 

AUTHORS Al Rashid,S.T. and Chan,V.L. 
TITLE Direct Submission 

JOURNAL Submitted (23-MAR-1999) Medical Genetics and Microbiology, 

University of Toronto, 150 College St., Toronto, Ontario M5S 1A8, 
Canada 

FEATURES Location/Qualifiers 
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1. .639 

/organism="Campylobacter coli" 
/mo l_type=" genomic DNA" 
/strain="ATCC 33559" 
/db_xref="ATCC : 33559" 
/db_xref="taxon:195" 
<1. .>639 
/gene="glyA" 
<1. .>639 
/gene="glyA" 
/codon_start=l 
/transl_table=ll 
/product="GlyA" 
/protein_id="AAD33720 . 1" 
/db_xref="GI: 4928759" 

/ trans lation="NKYAEGYPGKRYYGGCEFVDEIENLAIERCKKLFNCSFANVQPN 

SGSQANQGVYAALLNPGDKILGMDLSHGGHLTHGAKVSSSGKMYESFFYGVELDGRIN 

Y E K VRE IAHIVKPKLIVCGASAYARIIDFS KFRE I ADE VG AY L FAD I AH I AG L WAG E 

HPSPFPHAHWSSTTHKTLRGPRGGIIMTNDEELAKKINSAIFPGIQGGQLMH" 

ORIGIN 

Query Match 100.0%; Score 21; DB 14; Length 639; 

Best Local Similarity 100.0%; Pred. No. 0.011; 

Matches 21; Conservative 0; Mismatches 0; Indels 0; Gaps 

0; 

Qy 1 GTAAAACCAAAGCTTATCGTG 21 

I I I I I I I I I I I I I I I I I I I I I 
Db 337 GTAAAACCAAAGCTTATCGTG 357 



source 



gene 
CDS 



SEQ ID NO: 4 



Search Result 20081110_111426_us-10-502-317-4.oligol5.rge. 



Title: 

Perfect score: 
Sequence: 

RESULT 2 

AF136494/c 

LOCUS 

DEFINITION 

ACCESSION 

VERSION 

KEYWORDS 

SOURCE 

ORGANISM 



US-10-502-317-4 
19 

1 tccagcaatgtgtgcaatg 19 



AF136494 
Campylobacte: 
AF136494 

AF136494.1 GI:4928758 



639 bp DNA 
coli GlyA (glyA) gene, 



linear BCT ll-APR-2000 
partial cds . 



Campylobacter coli 
Campylobacter coli 
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REFERENCE 
AUTHORS 
Johnson, W 



JOURNAL 
PUBMED 
REFERENCE 
AUTHORS 
TITLE 
JOURNAL 



FEATURES 

source 



gene 
CDS 



Bacteria; Proteobacteria; Epsilonproteobacteria; 
terales; 

Campylobacteraceae; Campylobacter . 

1 (bases 1 to 639) 

Al Rashid,S.T., Dakuna,I., Louie, H., Ng, D . , Vandamme, P . , 
and Chan,V.L. 

Identification of Campylobacter jejuni, C. coli, C. lari, C. 
upsaliensis, arcobacter butzleri, and A. butzleri-like species 
based on the glyA gene 

J. Clin. Microbiol. 38 (4), 1488-1494 (2000) 
10747131 

2 (bases 1 to 639) 
Al Rashid,S.T. and Chan,V.L. 

Direct Submission 

Submitted (23-MAR-1999) Medical Genetics and Microbiology, 
University of Toronto, 150 College St., Toronto, Ontario M5S 1A8, 
Canada 

Location/Qualifiers 
1. .639 

/organism="Campylobacter coli" 
/mol_type="genomic DNA" 
/strain="ATCC 33559" 
/db_xref="ATCC : 33559" 
/db_xref="taxon: 195" 
<1. .>639 
/gene="glyA" 
<1. .>639 
/gene="glyA" 
/codon_start=l 
/transl_table=ll 
/product="GlyA" 
/protein_id="AAD33720 .1" 
/db xref="GI =4928759" 



/ trans lation="NKYAEGYPGKRYYGGCEFVDEIENLAIERCKKLFNCSFANVQPN 

SGSQANQGVYAALLNPGDKILGMDLSHGGHLTHGAKVSSSGKMYESFFYGVELDGRIN 

YEKVREIAHIVKPKLIVCGASAYARI IDFSKFREIADEVGAYLFADIAHIAGLWAGE 

HPSPFPHAHWSSTTHKTLRGPRGGI IMTNDEELAKKINSAIFPGIQGGQLMH" 

ORIGIN 



Query Match 100.0%; 
Best Local Similarity 100.0%; 
Matches 19; Conservative 0 



Score 19; DB 14; Length 639; 
Pred. No. 42; 

Mismatches 0; Indels 0 



1 TCCAGCAATGTGTGCAATG 19 
I I I I I I I I I I I I I I I I I I I 
4 62 TCCAGCAATGTGTGCAATG 444 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tahihra et al. (2000) and Buck et al. (1999). 

It is noted that claims 1 and 2 recite each at least one primer pair and claim 3 
recites at least one primer. Tahihra et al. and Buck et al. teach at least one recited 
primer pair and other claim limitations as follows. 



Application/Control Number: 10/502,317 Page 8 

Art Unit: 1637 

Regarding claims 1-3, Tahihra et al. teach methods and primer pairs (see 1 st 
paragraph under the Results section on p. 1489) for detecting and identifying 
Campylobacter jejuni, C. coli, C. lari, C. upsaliensis, Arcobacter butzleri, and an 
A. butzleri-Wke species (see Abstract). Tahihra et al. also teach the sequence of the 
Campylobacter coli GlyA gene which is Genbank accession number AF1 36394 (see 5th 
paragraph on p. 1489) which comprises at least 15 identical contiguous nucleotides of 
SEQ ID NO: 3 and at least 15 identical contiguous nucleotides of SEQ ID NO: 4 (see 
Table 1 above) with SEQ ID NOs: 3 and 4 being at least one recited primer pair. 

Further regarding claim 3, Tahihra et al. teach that their methods, primers, and 
probes in a kit by teaching their: "... PCR-hybridization strategy can differentiate 
between the more closely related thermophilic C. jejuni, C. coli, and C. lari species. 
Thus, the development of this strategy into a diagnostic kit would be more species 
specific than the currently available rapid Campylobacter identification kits, such as the 
AccuProbeAssay System (Gen-Probe, Inc.), which does not differentiate between these 
species" (see first two sentences of the 2 nd paragraph on p. 1493). 

Regarding claims 1-3, Tahihra et al. do not specifically teach a primer pair 
consisting of at least 15 contiguous nucleotides of SEQ ID NO: 3 and at least 15 
contiguous nucleotides of SEQ ID NO: 4. 

In the recent court decision In Re Deuel 34 USPQ 2d 1210 (Fed. Cir. 1995), the 
Court of Appeals for the Federal Circuit determined that the existence of a general 
method of identifying a specific DNA does not make the specific DNA obvious. 
Regarding structural or functional homologs, however, the Court stated, 
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"Normally, a prima facie case of obviousness is based upon structural similarity, i.e., an 
established structural relationship between a prior art compound and the claimed 
compound. Structural relationships may provide the requisite motivation or suggestion 
to modify known compounds to obtain new compounds. For example, a prior art 
compound may suggest its homologs because homologs often have similar properties 
and therefore chemists of ordinary skill would ordinarily contemplate making them to try 
to obtain compounds with improved properties." 

Since the claimed primers simply represent structural homologs, which are 

derived from sequences suggested by the prior art as useful for primers of the 

Campylobacter coli GlyA gene and concerning which a biochemist of ordinary skill 

would attempt to obtain alternate compounds with improved properties, the claimed 

primers are prima facie obvious over the cited references in the absence of secondary 

considerations. 

Buck et al (1999) expressly provides evidence of the equivalence of primers. 
Specifically, Buck invited primer submissions from a number of labs (39) (page 532, 
column 3), with 69 different primers being submitted (see page 530, column 1). Buck 
also tested 95 primers spaced at 3 nucleotide intervals along the entire sequence at 
issue, thereby testing more than 1/3 of all possible 18 mer primers on the 300 base pair 
sequence (see page 530, column 1 ). When Buck tested each of the primers selected 
by the methods of the different labs, Buck found that EVERY SINGLE PRIMER worked 
(see page 533, column 1). Only one primer ever failed, No. 8, and that primer 
functioned when repeated. Further, EVERY SINGLE CONTROL PRIMER functioned 
as well (see page 533, column 1 ). Buck expressly states "The results of the empirical 
sequencing analysis were surprising in that nearly all of the primers yielded data of 
extremely high quality (page 535, column 2)." Therefore, Buck provides direct evidence 
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that all primers would be expected to function, and in particular, all primers selected 
according to the ordinary criteria, however different, used by 39 different laboratories. It 
is particularly striking that all 95 control primers functioned, which represent 1/3 of all 
possible primers in the target region. This clearly shows that every primer would have a 
reasonable expectation of success. 



Conclusion 

8. No claim is free of the prior art. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Staples whose telephone number is (571 ) 272- 
9053. The examiner can normally be reached on Monday through Thursday, 9:00 a.m. 
to 7:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Mark Staples 
/M. S.l 

Examiner, Art Unit 1637 
December 5, 2008 



/Kenneth R Horlick/ 

Primary Examiner, Art Unit 1637 



